Docket No.: 29827/41951 
(PATENT) 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Patent Application of: 
Antje Ziemer et al. 



Application No.: 10/577,028 



Confirmation No.: 4892 



Filed: April 25, 2006 



Art Unit: 1796 



For: Polymeric Particles Capable of 
Absorbing Blood and/or Body Fluids 



Examiner: Charles I. Boyer 
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Commissioner for Patents 
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Alexandria, VA 22313-1450 

Dear Madam: 

In the Office Action dated June 1 7, 2009, applicants are required to elect one 
of the following groups of claims: 



Applicants hereby elect the claims of examiner's Group I, namely, claims 1 
through 8, inclusive, with traverse, for examination on the merits at this time. 



this time. According to PCT Rule 13, claims of different categories with common special 
technical features do not lack unity. Also, see Example 1 in PCT Gazette, page 52, Part 2 I. 
(copy enclosed). 



Group I, claims 1-8, directed to polymer particles; 



Group II, claims 9-13, directed to a method of making particles; or 



Group III, claim 15, directed to a hygiene article. 



It is submitted, however, that all claims 1 through 15, should be examined at 
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In the present invention, the common special technical feature in all claims is 
polymeric particles coated with at least one surfactant and at least one solvent of general 
formula (I). There may be a lack of unity only if this common technical feature lacks novelty 
or is obvious. See PCT Gazette page 49, part 1(a), (copy enclosed). 

Unity of invention in the present application is evidenced further by the 
International Search Report. In particular, all claims were searched and found to be novel 
and possess an inventive step. The standards regarding unity of invention that apply to the 
International Searching Authority also apply to the U.S. Patent Office with respect to this 
application. Therefore, the unity of invention requirement is fulfilled, and any reliance upon 
independence or distinctness of the invention is not relevant under the PCT. 

In addition, M.P.E.P. § 1893.03(d) provides that when making a lack of unity 
of invention requirement, the examiner must "explain why each group lacks unity with each 
other group (i.e., why there is no single general inventive concept) specifically describing the 
unique special technical feature in each group." A group of inventions is considered linked as 
to form a single general inventive concept when a technical relationship exists among the 
inventions that involves at least one common or corresponding special technical feature. That 
common special technical feature is present in all of claims 1-15. 

The examiner has not provided proper reasons why each group lacks unity 
with each other group specifically describing the unique special technical feature in each 
group as required in M.P.E.P. § 1893.03(d). The examiner has considered the type of claims, 
e.g., polymer particle and method of making particles, without considering the special 
technical features recited in, and common to, each claim, as set forth above. The claim of 
examiner's Group III, claim 15, depends from claim 1 and therefore must share a common 
technical feature with the claims of examiner's Group I. 

In addition, the claims of Groups I and II are essentially identical wherein, in 
both independent claims 1 and 9, polymeric particles are coated with a surfactant and a 
solvent of general formula (I). It is clear therefore that Groups I and II have a common 
technical feature. 
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The groups do not lack unity of invention with each other. Group III relates to 
a hygiene article comprising the polymeric particles of Group L The process recited in Group 
II yields the coated polymeric particles of Group I. Therefore, for all the reasons set forth 
above, Groups I-III have a unity of invention. 

The Office Action fails to indicate whether Groups I, II, and III are classified 
in different classes or subclasses, but, even if differently classified, the inventions are not 
independent for the reasons set forth above and because the particles set forth in claims 1-8, 
and the process and hygiene article set forth in claims 9-15, are so closely related that a 
search for applicants' particle claims would necessarily encompass a search for applicants' 
hygiene article and process claims. 

Therefore, even if unity of invention arguably is lacking, no evidence exists 
that a search and examination directed to all claims would be a serious burden on the 
examiner, as is required by M.P.E.P. §803. ("If the search and examination of an entire 
application can be made without serious burden, the examiner must examine it on the merits, 
even though it includes claims to independent or distinct inventions." and "There must be a 
serious burden on the examiner if restriction is not required.") 

Because search and examination of the entire application can be made without 
serious burden on the examiner, it would be wasteful of the time, effort, and resources of both 
the applicants and the Patent Office to prosecute the particle process, and hygiene article 
claims in separate applications. Search and examination of all groups of claims in a single 
application would be much more efficient than requiring the Patent Office to prosecute the 
particle, process, and hygiene article, claims in separate applications. Search and 
examination of all groups of claims in a single application would be much more efficient than 
requiring the Patent Office and applicants to do so in separate applications. Accordingly, it is 
submitted that all claims should be examined at this time. 

Reconsideration and withdrawal of the restriction requirement are respectfully 
requested. An early action of the merits on all claims is solicited. 
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In view of the above amendment, applicant believes the pending application is 
in condition for allowance, 



Dated: July 2, 2009 Respectfully sub 





James J. Napoli 

Registration No.: 32,361 
MARSHALL, GERSTEIN & BORUN LLP 
233 S. Wacker Drive, Suite 6300 
Sears Tower 

Chicago, Illinois 60606-6357 
(312) 474-6300 
Attorney for Applicant 
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ANNEX B 
UNITY OF INVENTION 



Parti 

Instructions Concerning Unity of Invention 
(a) Unity of Invention. Rule 13.1 (teals with the requirement of unity of invention and »t-« 

If-, invent ere „ .inked ^^ISSv^Xr^^ 1 ^ 

international application. Unto o7ta^£f «LS f of inventiora clnitned in an 

jJ^S!Ti-S mveot,on CX,5B only when there is a technical relationship amain 
the claimed inventions involving one or more of the same or corresoondine «M«wSLh«wf 

fTS 2?* CXp f WSion features- is^Sined TSTlS afSS..'^^ 

technical feature* that define a contribution which «L-h «f rt-l-JL.- * 2 .?* me * mn « *°« e 

hght of the description and drawings (if any). comma as interpreted in 

^l^i'-M^l^F* 6 ?* C1 " W Unitv invention has to be considered in the first 

product, process, use or apparatus or means, etc X e.«raeo~--jar cxampJe, 

invention. 2 ^o^un^^ ffl re^"f^J^ *2*"— of unity of 
data*, m particular, it does ncTZ^ , E« eX^^^^LST* « *»J»*«5*ndent 
Equally, no problem arise, in the ca^.^^^/j^Son^e,.^^^ 
prior art Moreover, no problem arises in toTcase rt> ™^^^L?Tu^ M ,VOld * 
the subcombination claim avoid, a^r^ ™£ ^jSSS^SST^f^nl^ ***** 
the subcombination. ^ ™ combination claim includes all me features of 

(11) If. however, an independent claim does not avoid the nrinr *** ■* 

whether there J still « inventive link between allTc^Tepenoer!^ mm J^lSSS 
© careiWJy considered. If there 1. no link remaining, an objection of hSTof u^tyt 2LS£?!£ u 

arising only after assessment of the prior art) .nay be raised. ^rnil^r^Z^Zf^^^ ^ ,a * 
of a genus/species or combinatiorVsub^SnSs^oT apply in me case 

«v«. ^JiShJ^L^^i^ d 1 t T nining Whctfacr of invention exists is intended to be annliad 
even before the commencement of the international search wh«. . _ 7\ "PP"** 

initial determination of unity of mvention!ba«S m tott^^E^ to « 

k_ „„„,vi-_j „. ™7r^ of*** 1 on tne assumption that the claims avoid the nriar art 

may be recons«dered on the basis of the results of the search of the prior art. mepnorart, 

^JSf h, J tnt ^ at °' Pmrti <*lmr Sita.tions. There are three particular situations for whieh *. 
method for determmmg unity of Invention contained in Rule ,3.2 i^lZ^t^Ztt^ 
(0 combinations of different categories of claims; 
(ii) so-called "Markush practioe"; and 
(iii) Intermediate and finai products. 

Pr ^ cl ^ les for *• interpretation of the method contained In Rule 13.2, in the context of each Q f 
foose situations are set out below, ft Is understood that the principl« im om bSl?^? u 
instances, interpretations of and not exceptions to the re^n^ntiTSS 5k ' ' 

referred^^^ - the three a^ of speciaj concern 
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0) Rule 13 J is not intended to constitute an encouragement to the use of alternatives within a 
single claim, but is intended to clarify that the criterion for the determination of unity of invention 
(namely, the method contained in Rule 13.2) remains the same regardless of the farm of claim used, 

(k) Rule 13 3 does not prevent an International Searching or Preliminary Examining Authority or 
an Office from objecting to alternatives being contained within a single claim on the tests of 
considerations such as clarity, the conciseness of claims or the claims fee system applicable in that 
Authority or Office* 

Part 2 

Examples Concerning Unity of Invention 

The application of the principles of unity of invention is illustrated by the following examples for 
guidance in particular cases. r 

t Claims in Different Categories 

r ., Claim 1: A method of manufw:turtng chemical substance X. 

Claim 2: Substance X. 

Clean 3: The use of substance X as an insecticide. 

Unity exim between claims I, 2 and 3. The special technical feature common to ail the claims is 
substance X. 

ExompU 2 

Claim I: A process of manufacture comprising steps A and B. 

Claim 2: Apparatus specifically designed for carrying out step A. 

aaim3: Apparatus specifically designed for carrying outstep B. 

Unity exists between claims 1 and 2 or between claims 1 and 3. There is no unity between claims 2 
and 3 since there exists do common special technical feature between the two claim* 

ExampU 3 

Claim 1: A process for painting an article in which the paiat contains a new rust inhibiting 
substance X including the steps of atomizing the paint using compressed air. 
electrostatically charging the atomized paint using a novel electrode arrangement A 
and directing the paint to the article. 

Claim 2: A paint containing substance X. 

Claim 3: An apparatus including electrode arrengement A. 

Unity exists between claims 1 and 2 where the common special technical feature Is the paint 
containing substance X or between claims 1 and 3 where the common special technical feature is the 



However, unity is lacking between claims 2 and 3 since there exists no common special technical 
feature between them. 



GESRMTSEITEN 03 



